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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORETHE TRADEMARK TRIAL AND APPEAL BOARD

x
FransicanVineyards,Inc.

Opposer Mark: DOMAINE PINNACLE and
design

v. OppositionNo. 91178682

SerialNo.: 78783236
DornainePinnacle,Inc.

Applicant
x

OPPOSER’STRIAL BRIEF

TO THE HONORABLE BOARD:

Opposer,FranciscanVineyards,Inc. (“Opposer”),throughits undersignedattorneys,

BakerandRannells,PA, respectfullyrequeststhat its oppositionto applicationSerialNo.

78783236be grantedon thebasisof likelihood of confusion.

I. PROCEDURALHISTORY / EVIDENCE OF RECORD

A. ProceduralHistory

TheNotice of Oppositionwas filed on August 1, 2007. Applicant filed its Answerand

Affirmative Defenseson September10, 2007. The casewas thensuspendedfor settlement

negotiations.The casewasresumedand Opposerfiled a motionto amendits pleadingswhich

wasgrantedon January13, 2009.

On April 20, 2009 Applicant’s attorneymovedto beremovedas counsel.

On July 14, 2009, theApplicant advisedthe Boardthat it would be appearingpro Se.



The casewas thereaftersuspendedfor settlementdiscussionsfor an extendedperiod. The

partieshavebeenandare involved in a concurrentproceedingin Canadaandwereattemptingto

settlea numberof issues. The partieswereunableto reacha settlementand onMarch 21, 2012

proceedingsresumed.

On May 14, 2012, Opposerfiled its First Notice of Reliance(certifiedstatusandtitle

copiesof Opposer’sU.S. trademarkregistrationsfor PINNACLES for wine andPiNNACLES

RANCHES for wines) following which the partiesrenewedsettlementdiscussionsandthe case

wasagainsuspendedandthereafteragainrenewed.

On October2, 2012,Opposerfiled its SecondandThird Noticesof Reliance— (i.e., file

wrapperfor Applicant’s abandonedSer.No. 76596876for themark DOMAINE PINNACLE

anddesign,andDictionary andWine Glossarydefinitionsof the terms“domaine” and“estate.”).

On November14, 2012,Opposertook the testimonydepositionof JuanFonseca

(Directorof Marketingfor the EstanciaandMark Westwine brandsof Opposer’sparent

company,ConstellationBrands).

On December13, 2012,Opposertook the testimonydepositionof Lou Applebaum

(SeniorVice Presidentof StrategyandBusinessDevelopmentof Opposer’sparentcompany,

ConstellationBrands,Inc.).

On December14, 2012,Opposerfiled its FourthNotice of Reliance(pagesfrom

Applicant’swebsite).

Applicant did not file any evidenceor takeanytestimonydepositions.

B. Opposer’sEvidenceof Record:

Opposerfiled the following as evidencewhich is of record:
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1. Opposer’sFirst Notice of Reliance: certified statusandtitle copiesof Opposer’sU.S.

trademarkregistrationsfor PINNACLES for wine (Reg.No. 997378registeredon November5,

1974) andPINNACLES RANCHES for wines (Reg.No. 4072330registeredDecember20,

2011).

2. Opposer’sSecondNotice of Reliance: Applicant’s applicationfile wrapperfor

abandonedSer. No. 76596876for the markDOMAINE PINNACLE anddesign.

3. Opposer’sThird Notice of Reliance: DictionaryandWine Glossarydefinitionsof the

terms“domaine” and“estate.”

4. Opposer’sFourthNoticeof Reliance:Pagesfrom Applicant’s websitefound at

www. dornainepinnacle.corn.

5. TestimonyDepositionof JuanFonsecawith exhibits 1-8.

Ex. 1: AmendedNotice of TakingTestimony

Ex. 2: Opposer’sAmendedPreTrialDisclosures

Ex. 3: Printoutfrom Applicant’s Website

Ex. 4: Estancia“Pinnacles”and“PinnaclesRanches”wine labels

Ex. 5: Photographof Opposer’swine product

Ex. 6: Opposerpromotionalmaterials

Ex. 7: OpposerSalesSheets

Ex. 8: OpposerannualSalesFigures(FiscalYears2001 — 2013 to saiddate)

6. TestimonyDepositionof Lou Applebaumwith exhibits 1-9.

Ex. 1: AmendedNotice of TakingTestimony

Ex. 2: Photocopyof a bottleof Estancia2008 PINNACLES RANCHES

Chardonnay
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Ex. 3: Printoutof pagesfrom Applicant’s Website

Ex. 4: Websitescreenshotsfrom Opposer’sparent’swebsite(cbrands.corn)

Ex. 5: Copiesof websitepages- hotlinks to the variousbrand/winerywebsites—

from Ex. 4.

Ex. 6: Copiesof pagesfrom the “Jackson-Triggs”winery website.

Ex. 7: Copiesof screenshotsfrom the “Inniskillin” winery website.

Ex. 8: Copiesof screenshotsfrom the “Grower’s Cider” website

Ex. 9: Chartof Annual Salesof EstanciaPINNACLES / PINNACLES

RANCHESwine (fiscal years2001 —2013 to saiddate).

C. Applicant’s Evidenceof Record:

None.

II. BACKGROUND OF THE PARTIESAND THEIR GOODS

A. Opposer’sBackground

Opposer,FranciscanVineyards,Inc., is a wholly-ownedsubsidiaryof Constellation

Brands,Inc. (“CBI”). See,Test. Applebaum9:25 and 10:2. SeealsoTest. Fonsecaat 10:6-7.

CBI is the world’s largestpremiumwine company;the leadingbeerimporterin theUS

throughajoint venturewith GrupoModelo; and a leadingspirits manufactureranddistributor.

See,Test.Applebaumat 8: 15-19. A representativelist of brandsthat fall undertheumbrellaof

CBI includesRobertMondavi, Estancia,Simi, Jackson-Triggs,Arbor Mist, andCoronabeer.

See,Test.Applebaumat 8:20-24. Seealso,Test. Applebaumat 15:17-22;16:4-8; 16:22-25;and

17:2-3; andExhibits 4 and 5 thereto(listing/screenshots/copiesof webpagesof alcoholic

beverageholdingsof CBI).
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The “Estancia”wine brandis a division of FVI within the overall CBI portfolio. The

EstanciaWinery is locatedin SoledadCalifornia (as well as Estancia’s“PinnaclesRanches”

vineyard). EstanciaWinery producesOpposer’sPiNNACLES / PINNACLES RANCHES

wines. See,Test. Fonsecaat 10:8-17.

ThePiNNACLES trademarkfor wine datesbackto the early 1970’swhenit was owned

by PaulMassonwho later sold to Vintnersandconsequentlyto Opposer. See,Test.Fonsecaat

12:21-25;and 13:1-4.

Salesof PINNACLES / PINNACLES RANCHESwinesby Opposerhavebeen

continuousfrom their datesof first useto thepresentdate. See,Test.Fonsecaat 19:2-8.

Furtherin that regard,see:

FonsecaExhibit 4: A representativesamplingof “PINNACLES” and “PINNACLES

RANCHES” labelsfrom 1991 —2008, includingPINNACLES labelsbeginning1991, and

PINNACLES RANCHES labelsbeginning2002. All of the labelsin the exhibit werein useon

Opposer’swines. SeeFonsecaTest. 13:20-24. For some timenow, Opposer’swinesbearthe

mark PINNACLES RANCHESon the front andbacklabel andthemark PINNACLES in repeat

patternaroundthebottle capsule/foil. SeeFonsecaTest. 14:8-22andExhibit 5 thereto(photo of

2008 vintagebottle as an example). Seealso,ApplebaumTest. 12:1 1-25 and 13:2-8 andExhibit

2 thereto(photoof bottle).

SeealsoFonsecaExhibit 6 (EstanciaPinnacles/PinnaclesRanchespromotional

materials);andFonsecaExhibit 7 andFonsecaTest. at 17:4-6. 17:21-25; 18:1-7 (Accoladesfor

PINNACLES andPINNACLES RANCHESwines, includingwithout limitation, form theNew

York Times, Wine SpectatorWine Enthusiast,Foodand Wine Magazine,WashingtonPost).

OpposersTrial Brief— Opp. No. 91178682 Page5



B. TheApplicant

The Applicant,DornainePinnacle,Inc., is locatedin Canada.

The only productshownon its websitebearingthe mark in issue“DOMAINE

PINNACLE” is appleice wine. See,Test.Fonsecaat 11: 13-19. See also,Test. Applebaurnat

14:19-25. Seealso,pagesfrom Applicant’s websitefoundat Test.Applebaumandat Test.

Fonseca,Ex. 3; SeealsoOpposer’sFourthNotice of Reliance(pagesfrom Applicant’s website).

The “Products”sectionof the Applicant’s websitelists theproductssold by Applicantbearing

theDomainePinnaclemark only as: “Ice Apple Wine”.

TheBoardis advisedthat the Applicant’soriginal/priorU.S. trademarkApp. Ser.No.

76596876lists, inter alia, the following: “apple-basedalcoholicbeveragesnamelyice cider, ice

applewine” (Class033). Said applicationwasrefusedregistrationunderSection2(d) citing

Opposer’sPINNACLES registrationfor wine, includingthe statementthat “[t]he applicant’s

mark, “DOMAINE PINNACLE” anddesignis highly similar to the registeredmark

“PINNACLES.” See,Opposer’sSecondNotice of Reliance(Applicant’s applicationfile

wrapperfor abandonedSer.No. 76596876for the markDOMAINE PiNNACLE anddesign).

While the new application(i.e., the onein issueherein)deletesthe Class033 product,the

evidenceindicatesthatApplicant’sprimaryandonly productbearingthe mark that any

consumercouldbe awareof anywherewould be apple-basedice wine. Any intendedor future

useof the markon thenon-alcoholicbeveragesrecitedin the applicationin issue wouldsimply

be an add-onor extensionof Applicant’sprimaryproduct,namely“ice wine.” Consumerswould

still associatethe markwith ice wine.
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II. ARGUMENT (LIKELIHOOD OF CONFUSION)

A. OpposerHasPriority

Opposeris the ownerof Reg.No. 997378for the markPiNNACLES for “wine,”

registeredNovember5, 1974.1 Useof Opposer’smark on wine hasbeencontinuoussincethe

early 1970’s (i.e. for over 40 years). See,Test.Fonsecaat 12:21-25;and 13:1-4.

The applicationin issueis an Intent-to-Useapplicationfor themark DOMA1NE

PINNACLE anddesignfor “applejuicesandapple-basednon-alcoholicbeverages.”The

applicationin issuewas filed on December30, 2005. Thereis no evidencethat Applicant has

madeanyuseof the mark on saidgoodsin the 7 Y2 yearssincethe applicationwas filed.

Priority is not an issuein this proceeding.SeeOxfordPendaflexCorp. v. Anixter Bros.

Inc., 201 USPQ851, 853 (TTAB 1978) (“priority is not a factor in an oppositionproceeding

whereinopposerhasestablishedownershipof [an] existingregistrationfor the mark on which it

relies in supportof its claim of damage”);seealso,Black & DeckerMfg. Co., v. Bright Star

Industries,220 USPQ891 (TTAB 1983). As such,and this beingan oppositionproceeding,

Opposerhaspriority as a matterof law.

B. AnalysisOf TheDuPontFactors
DemonstratesThatconfusionIs Likely

In In re E.I. duPontde Nernours& Co., 177 USPQ563, 567 (CCPA 1973), the CCPA

establisheda decisionalprocessfor determininglikelihood of confusionin trademarkcases.

Thirteen(13) factorswerepropoundedwhich areto be consideredwhenthereis sufficient

evidenceof recordandwherethe samearerelevant. Any oneor moreof the factorsmaycontrol

a particularcase. Seelnre Dixie RestaurantsInc., 41 USPQ2d1531, 1533 (CAFC 1997).

1 SeeOpposer’sFirst Notice of Reliance.

OpposersTrial Brief
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In this casetheprimary andcontrolling factorsof recordare: (1) the marksin issue(i.e.,

PiNNACLES andPINNACLES RANCHES v. DOMAII’JE PINNACLE anddesign)arehighly

similar in look, meaningandcommercialimpression,(2) the goodsrecitedin the applicationand

in theregistrationsbeingrelied uponarerelated, (3) for purposesof this proceeding,theparties’

respectivegoodsareconsideredsold to and throughmanyof the samechannelsof trade,and to

manyof the samepotentialusersand/orcustomers,and (4) for purposesof this proceeding,

Opposer’smark mustbe consideredstrong.

Theseprimary factors,aswell as the remainingrelevantfactorsof record

overwhelminglyfavor Opposerto sucha degreethat theremustbe a finding of likelihood of

confusion.

1st duPontFactor. The Similarity Or Dissimilarity Of TheMarks
In Their EntiretiesAs To Appearance,Sound,
ConnotationandCommercialImpression.

Themarksin issueare as follows:

Opposer’smark is: PINNACLES andPINNACLES RANCHES(the term

“Ranches”beingdisclaimed)

Applicant’s mark is DOMAINE PINNACLE anddesign. The term “domaine”

is disclaimedin Applicant’smark.

The translationof the term “domaine” as indicatedin the applicationin issueis “estate.”

Opposer’sPiNNACLES marksareusedon Opposer’sEstanciawines. Whenaskedfor

the meaningsof the terms“estancia,”“domaine,”and“ranches,”Mr. Fonseca,Opposer’s

Directorof Marketing for the Estancialine, statedthat:

“Estancia” is Spanishfor “estate.”

“Dornaine” whenusedin an associationwith wine meansestate.
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“Ranches”means... “a placewhere. . cropsaregrown and it could
includegrapes.”

SeeTest. Fonseca20:15-25;21:1

In further supportthereof,Opposersubmitteddictionaryandwine glossarydefinitionsof

the terms“domaine” and “estate,”namely:

1. Merriam-Webster’sFrench-EnglishDictionary
domaine nm 1 estate,property
estate2 LAND, PROPERTY:dornainef

2. Wine Dictionaryfrom “The Wine Buyer Bottle King”
(www.thewinebuyer.corn/main.asp?request=ARTICLES&article=17 [and 18])

Domaine
Termusedon both GermanandFrenchlabelsmeaning“a wine estate.” Now,
alsousedin the U.S. aspartof thenamesof somewineries.

3. Wine Glossaryfrom WineEducation.corn
(www.wineeducation.com/glosd.htmlandglose.html)

Domaine
TheFrenchterm for “estate.”

“Domaine,” “Estancia,”and“Ranches”sharethe sameor very similar meanings.

Whenaskedwhat theword “pinnacles” conveysto the consumer,Mr. Fonsecatestified:

“The top, thepeak,thebest.” See,Test.Fonseca21:2-5. In otherwords, the standardmeanings

associatedwith the term.

Given the displayof Applicant’s mark, andtaking into considerationthedescriptive

natureanddisclaimerof the term “Domaine” in Applicant’s mark, the term “PINNACLE” is the

dominantportionof its mark. It is well establishedthat while marksmustbe consideredin their

entireties,onefeatureof a markmaybe moresignificant in creatingcommercialimpression.

See, Tektronix, Inc. v. Daktronics,Inc., 534 F.2d 915, 189 USPQ693 (CCPA 1976).

Furtherin that regard,Applicant’s mark, as shownin its application,displaysthe term

“PINNACLE” 6 times largerthanthe disclaimedterm “Domaine.” Applicant’smark as shown
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on its websiteandon the packagingshownon its websitefor its apple-basedice wine also

displaysand featuresthe term “PINNACLE” 6 times largerthanthe term “Domaine.” Also, the

designfeatureof themark alwaysappearsseparateandapartfrom the word mark on the product

andpackaging.SeeTest. ApplebaumEx. 3 thereto;Test. Fonseca,Ex. 3 thereto;andSeealso

Opposer’sFourthNotice of Reliance(pagesform Applicant’s website).

As such,the parties’ respectivemarkslook alike andsharethe samemeaningsand

conveythe samecommercialimpressions.This primaryduPontfactor favors Opposer.

2’ duPontFactor. The Similarity Or Dissimilarity and
NatureOf The Parties’RespectiveGoods

TheBoardmustassessthis factor (i.e., similarity of the goods)by comparingApplicant’s

goodsas recitedin his application(i.e., “Apple juicesand apple-basednon-alcoholicbeverages”)

with Opposer’sgoodsasrecitedin Opposer’sregistrationof record(i.e., “wine”). SeeWarnaco,

Inc. v. AdventureKnits, Inc., 210 USPQ307, 314-315(TTAB 1981). Seealso; Oxford

PendajiexCoip. v. Anixter Bros. Inc., 201 USPQ851, 855 (TTAB 1978); and OctocomSystems

Inc. v. HoustonComputersServicesInc., 16 USPQ2d1783, 1787-1788(CAFC 1990).

The following propositionis well established:When“the marks[of theparties]arethe

sameor almostso, it is only necessarythat therebe a viablerelationshipbetweenthe goodsor

servicesin orderto supporta holding of likelihood of confusion.” hi re ConcordiaInternational

ForwardingCorp., 222 USPQ355, 356 (TTAB 1983). In this case,as discussedbelow, the

parties’ respectivegoodsarecloselyrelated.

Further,the issueis not whethera consumerwill purchaseOpposer’swine thinking it is

appleice-wineor a non-alcoholicapple-basedbeverage,or vice versa. As ruled in Schieffelin &

Co. v. TheMolson CompaniesLtd., 9 USPQ2d2069 (TTAB 1989):
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While we haveno doubt that purchasersarenot likely to consumea
malt liquor thinking that it is Cognacbrandy,in view of the similarities in the
marksit is reasonableto assumethatpurchasersmaybelievethat BRADOR
malt liquor is anotherpremiumimportedalcoholicbeveragesoldby the same
companywhich sells the expensiveBRAS D’OR Cognac brandy.Those
consumerswho do recognizethe differencesin themarksmaybelievethat
applicant’smark is a variationof opposer’smark that opposerhasadopted for
useon a differentproduct.

Thecloselyanalogouscase,In re JakobDemmerKG, 219 USPQ1199,at 1200-1202

(TTAB 1983), is quite instructive.

Themarksin issuethereinwere:

-

For apple cider
. For wine

The TTAB ruled thereinas follows:

The Board’s agreement withtheExaminingAttorney’s conclusionsis not
basedmerelyon the fact that wineand apple cideraresold in themany
supermarketand food specialtyshopswhich purveyboth light alcoholic
beveragesandnon-alcoholicfruit juicesand fruit beverages;nor do we
subscribeto thepropositionthat winesandnon-alcoholicbeveragesareper
seto be deemedrelatedgoodsas to which the useof similarmarkssetsthe
scene forconfusionto arise. . Our conclusionrestson the view thatthe
particularproductsbeforeus do indeedbearsucha relationshipthat
purchasersconfronted withthe sameor similar marksthereonwould be
likely to assumea commonsourceor origin. To the sameextentthat thereis
andshouldbe no perserule that alcoholicandnon-alcoholicbeveragesare
relatedproducts,it is clearthat thereis andshouldbe no rule that,by their
nature,they areto be deemedunrelated.Factsin Section2(d) casesmustbe
assessedindividually, and thepredominant considerationis whether
similarities in goodsand inmarksaresuch thatconsumerconfusionor
mistakewould be likely to occur. SeeFederatedFoods,Inc. v. Fort Howard
PaperCo., 192 USPQ24, 29 (CCPA 1976).

OpposersTrial Brief
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In this case,we believesucha likelihood is clear. This is becausecider is a
beveragewhich canbeproducedandmarketedin alcoholicas well asnon
alcoholicfonm Indeed,cider is an appellationconnotingnot only non
alcoholicapplejuice but fermentedapplejuice with an alcohol contentnot
significantly lessthanmanywines.This is confirmedby dictionary
definition of “cider” as to which the Boardmaytakejudicial notice:

The expressedjuice of apples(or formerly of someotherfruit)
usedfor drinking, eitherbeforefermentation(sweetcider) or after
fermentation(hardcider) or for makingapplejack,vinegar,etc.
[RandomHouseDictionaryof the English Language(unabridged
1981) at p. 266; seealsoWebster’sThird New International
Dictionary(unabridged1976),definitionsof cider andhardciderat
p. 406 and 1032]

Further,the fruit from which cider is madecanalsobe usedto makewines
andthe cideror applejuice itself canserveas a mixer in punchesand
cocktailsfeaturingwines,brandyand cordials.Applicant’s applicationis for
“wines” andnot “wines madefrom grapes,”it beingcommonknowledge
thatwines canbeproducedfrom a varietyof otherfruits (see“wine”
definition in Webster’sThird New InternationalDictionary, supra).This ad
mixture of commonalities,in the Board’sjudgment,makesit quite likely
that consumerswould assumea commonsourcefor fruit juicesandwines
which it encountersin the samefood, specialtyor beveragestoresbearing
highly similar marks.As the Court of CustomsandPatentAppeals
(predecessorto the Court of Appealsfor the FederalCircuit) observedin
Pink Lady Corp. v. L.N. Renault& Sons,Inc., 121 USPQ465 (CCPA
1959),a caseinvolving, like this one,commonword mattermarks(oneof
which featureda picture) for fruit juiceson the onehandand wineson the
other:

It doesnot seemunreasonableto assumethat citrus fruit juicesand
winesarelikely to be sold in the samestoresover the same
countersto the samecustomers.[121 USPQat 466]

And

Therecanbeno doubt, if opposer’sand applicant’sproductsare
sold in the samestores,thatpurchaserconfusionis likely. [121
USPQat 466]

Fn. 2: SupportingBoarddecisionsin this area,citedby the Examining
Attorney, includeIn re JackDaniel Distillery, 171 USPQ312 (TTAB 1971)
(“BLACK JACK” for whiskeyand“BLACK JACK” for whiskeyand
“BLACK JACK” plus othermatterfor lemonjuice drink andsyrup);

OpposersTrial Brief
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GeneralFoodsCorp. v. MonarchWine Co. of Georgia,142 USPO521
(TTAB 1964) (“TWIST” on winesandsoft drink mix).

sinceapplesand theirjuice canbe and frequentlyareusedto makewines
andbrandiesaswell as cider, andsinceevensophisticatedwine buyers
would know this, we believeit is not unlikely that confrontedwith highly
similar markson wines and on non-alcoholiccider, a buyermight well
assumethat the makerof the non-alcoholicbeveragealsoproducedfruit
wines. . . . of course,not necessarythat similarly brandedproductsbe of the
samecharacteror competitivewith eachotherto give rise to Section2(d)
confusionbut ratherthat theybe so relatedandmarketedas to be likely to
cometo the attentionof commonpurchasersundercircumstanceswhere
mistakeor confusionas to sourcecould occur. United RumMerchants
Limited v. Fregal,Inc., 216 tJSPQ217,220(TTAB 1982).Moreover,
without tangibleevidence,the Boardcannottakejudicial noticethat wine
makerswould neverusethe samemarkon both alcoholicandnon-alcoholic
beverages,as applicantasserts;nor arewe confidentthat manyAmerican
consumerswould know or assumethis.

Furtherin that regard,it is notedthat thepartiesheretoarecompetitors(as concernswine

andice wine) in Canada2andthat thebrandumbrellaof Opposer’sparent,includes:

(1) Jackson-Triggs,a world renownedbrandwhich is also the numberonesellingwine

brandin Canada.TheJackson-Triggslabel producestablewines, icewinesandsparklingwines.

SeeTest.Applebaumat 18:13-17andExhibit 6 thereto(pagesfrom the Jackson-Triggsweb

site).

(2) Inniskillin, which is the numberonebrandIcewinein the world. SeeTest.

Applebaumat 19:2-11 and Exhibit 7 thereto(pagesfrom the Inniskillin web site).

(3) GrowersCider, which is the numberonealcoholicciderproducedand sold in Canada.

SeeTest.Applebaumat 20:2-14andExhibit 8 thereto(pagesfrom the Grower’sCiderweb site).

As furtherprecedent,seealso, the following caseswherelikelihood of confusionwas

found: CocaColaBottling Co. v. JosephE. Seagram& Sons,Inc., 188 USPQ 105, 526 F.2d 556

2 SeeTest.Applebaum13:21-24 and 20:15-22.
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(CCPA 1 975)(BENGAL for gin v. BENGAL LANCER and designfor non-alcoholiccarbonated

soft drinks); andIn re Rola WeinbrennereiUndLikorfabrik GmbH& Co. KG, 223 USPQ57

(TTAB 1984) (SUN-APPLEstylizedclaiming color red for appleflavoredalcoholicliqueur v.

SUNAPPLEstylized for powderedappleflavoredsoft drink).

The evidenceof recordin this casesupportsa finding that Opposer’sandApplicant’s

goodsarerelated. This primaryduPontfactor favorsOpposer.

3rd duPontFactor. The Similarity or Dissimilarity Of
Established,Likely-To-ContinueTradeChannels

4th duPontFactor. The ConditionsUnderWhich And Buyers
To WhomSalesAre Made

It is establishedrule that wheregoodsarerecitedin a registration,without any restriction

as to classesof purchasersor tradechannels,it createsthe following legal presumptions:(1) that

the descriptionencompassesall goodsor typesof goodsembracedby thebroadterminology;(2)

that the goodsmovethroughall of the channelsof tradesuitablefor goodsof that type; and (3)

that theyreachall potentialusersor customersfor suchgoods. SeeWarnaco,supra,at 210

USPQ314-315; and GuardianProductsCo., Inc. v. ScottPaperCo., 200 USPQ738, 741

(TTAB 1978).

Thereareno limitationsor restrictionsrecitedin the applicationin issueor in Opposer’s

registrationsof record. Accordingly, the Boardmustfind, as a matterof law, that Opposer’sand

Applicant’s goodsmove(or will move) in all channelsof tradethat areappropriatefor the goods

identified. SeeMiles Laboratoriesv. Naturally Vitamin Supplements,1 USPQ2d1445,1450

(TTAB 1987).

Further,as testifiedto by Opposer,Opposer’sEstanciawines (including its PINNACLES

/ PINNACLES RANCHESwines)aresold throughall standardchannelsof tradefor the saleof
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wine, includingwithout limitation, on premise(e.g., restaurants)and off premise(e.g., grocery

store,liquor stores,wholesaleand club outlets). SeeTest. Fonsecaat 18:9-14.

Accordingly, the “established,likely-to-continuetradechannels”are in part legally

identical for purposesof this proceedingandthe “conditionsunderwhich andbuyersto whom

salesaremade”are in part legally identical for purposesof this proceeding.The Boardmust find

thatApplicant’s goodsandOpposer’sgoodsareprovidedunderall marketingconditions,andare

providedto andpurchasedby all classesof consumersappropriateto the goodsidentified and

that thoseconditionsandconsumerswould be, in manyinstances,the samefor bothparties’

products. See,Id.; SeealsoMiles Laboratoriesv. Naturally Vitamin Supplements,1 USPQ2d

1445, 1450 (TTAB 1987).

TheseprimaryduPontfactors(i.e., the 3’’ and4th duPontfactors)favor Opposer.

5th duPontFactor. The FameOf Opposer’sMarks

As discussedabove,Opposer’sPiNNACLES markhasbeenin continuoususefor over

40 years. Opposer’smark andwines arewell-known andhaveachievedsubstantialrecognition.

See,for example, evidenceof accoladesattachedas Exhibit 7 to the Testimonyof Fonseca.

Opposerhasenjoyedenviablesalesover a long periodof time. For example,worldwide

sales(2001 — 2013) at wholesalefor Opposer’sPINNACLES / PINNACLES RANCHESwines

areas follows:

Year Net SalesUSD (wholesale)

FY 2001 $20,468,000

FY 2002 $23,306,000

FY 2003 $26,316,000

FY 2004 $25,843,000

FY 2005 $26,058,000
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FY 2006 $27,320,738

FY 2007 $30,072,050

FY 2008 $32,025,294

FY 2009 $41,676,834

FY 2010 $34,619,050

FY 2011 $32,469,284

FY2012 $27,131,564

FY 2013 $17,131,565(partial year)

SeeTest,Applebaumat 22:9-25and23:2-15, andExhibit 9 thereto.

duPontFactor. TheNumberandNatureof Similar
Marks In Useon Similar Goods

Thereis no evidenceof recordof a singlethird partyuseof the teriTi PINNACLE or

PiNNACLES or PINNACLES RANCHES for wine, or apple-basedbeverages,or anyother

relatedgoodsor services. Accordingly, for purposesof this proceeding,Opposer’smarkmustbe

consideredto be “strong.”

This duPontfactor favorsOpposer.

7th duPontFactor. The NatureAnd ExtentOf Any Actual Confusion;and
8th duPontFactor. TheLengthof Time During And ConditionsUnder

Which ThereHasBeenConcurrentUseWithout
EvidenceOf Actual Confusion

The applicationin issueis an “Intent-to-Use”applicationandthereis no evidenceof

recordof a singlesaleby Applicantunderits mark.

Accordingly, for purposesof this proceeding,duPontfactors7 and 8 arenot relevant.

10th duPontFactor. Market InterfaceBetweenTheParties
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The applicationin issueand anyuseor intendeduseby the Applicantof its mark is

without the consentor permissionof Opposer. SeeAmendedNoticeof Opposition,¶10. There

areno agreementsor understandingsbetweenthe partiesto the contrary.

Accordingly, this duPontfactor favorsOpposer.

l2 duPontFactor. The ExtentOf PotentialConfusionIs Substantial

Whenoneconsiders:

a) The fact that theparties’ marksarehighly similar in look, meaningand

commercialimpression;

b) That the goodsinvolved arecloselyrelated;

c) Thatby law the channelsof tradeandultimateconsumersnecessarilyoverlap;

and

d) The fameof Opposer’smarksandthe lack of evidenceof anythird partyuses

of themarksfor any goodsor services--

the Boardcanonly conclude,baseduponthe evidenceof record,that thereis a likelihood

of confusion.

Finally, “any doubtsaboutlikelihood of confusion... mustbe resolvedagainst.. . the

newcomer.” Centiuy2] RealEstateCoip. v. CentwyLife ofAmerica,23 USPQ2d1698, 1701

(CAFC 1992) (andcasescited therein).
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III. CONCLUSION

For the foregoingreasons,the oppositionshouldbe grantedandregistrationrefusedto the

Applicant.

CERTIFICATE OF SERVICE

I hereby certify that a copy of the foregoing Opposer’sTrial Brief in re: Franciscan

Vineyards, Inc. v. Domaine Pinnacle, Inc., Opp. No.91178682, was served on Applicant

(appearingpro se), this 26th day of June,2013, by sendingsamevia First ClassMail, postage

prepaid,to:

Rannells
for Opposer
:28/Suite102

itan, New Jersey08869
(908) 722-5640
jrnr@br-tmlaw.corn

CharlesCrawford
DomainePinnacle

150, cheminRichford
Freli

CanadaJ

OpposersTrial Brief
—

Opp. No. 91178682 Page18


